
 

5 Ways University Students, Faculty Risk Forfeiting IP 
Rights 

Law360, New York (September 10, 2015, 10:34 AM ET) --  
Ever since the Bayh-Dole Act[1] of 1980 gave intellectual property 
rights in federally funded inventions to universities, technology 
transfer offices have struggled to balance the traditional mission of 
academic institutions to publicly disseminate knowledge, with the 
challenges of protecting and commercializing university inventions. 
Although academic institutions recognize the value of translating 
research into patents, licenses and commercial products, there remains 
a strong scholastic motivation for faculty and students to publish their 
research findings in journals and at academic conferences to advance 
their reputation and career. As a result, intellectual property is often an 
afterthought for faculty and students. This article addresses some 
common disclosure activities in university settings and evaluates the 
potential risk that they might forfeit intellectual property rights. 
 
Legal Standard for Public Disclosure 
 
The patent system is based on a quid pro quo bargain: An inventor is granted a limited monopoly 
on his new and useful invention in exchange for disclosure of the invention to the public.[2] This 
bargain is not satisfied if the inventor publicly discloses the invention before filing a patent 
application. The legal standards in the U.S. and Europe that determine when a public disclosure 
by an inventor bars the patentability of a claimed invention are summarized below. 
 
United States 
 
For a public disclosure event to bar patentability in the U.S., the event must be a type of 
“disclosure” contemplated under the statute, and it must be sufficiently “public” to warrant a loss 
of rights.[3] Note, however, that the U.S. provides a grace period that gives an inventor one year 
to file a patent application after disclosing an invention to the public.[4] 
 
Relevant Types of Disclosure in U.S. 
 
The sources of prior art disclosures that can be used to challenge the novelty of a claimed 
invention in the U.S. are defined in 35 U.S.C. § 102, which was amended in the Leahy-Smith 
America Invents Act of 201[5] to harmonize U.S. patent law with the laws of other countries. 
The AIA applies to any patent or application having an effective filing date on or after March 16, 
2013. Since this article provides guidance on prospective disclosure activities, only the AIA 
version of Section 102 should be at issue, which states: 
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A person shall be entitled to a patent unless (a) the claimed invention was patented, described in 
a printed publication, or in public use, on sale, or otherwise available to the public before the 
effective filing date of the claimed invention.[6] 
 
The phrase “or otherwise available to the public” is considered by many to be a catch-all 
provision, such that any activity that is “public” in nature, including purely oral descriptions, 
may be used to challenge novelty for AIA patents and applications.[7] Therefore, under the AIA, 
there appears to be less emphasis on the type of disclosure, and greater emphasis on whether that 
disclosure was “public.” 
 
Public Nature of Disclosure 
 
Although courts have yet to analyze what it means to be “otherwise available to the public” 
under AIA Section 102, it is reasonable to believe that they will rely on their prior precedent for 
evaluating the public nature of a disclosure. 
A printed publication has been made publicly available to qualify as prior art if such document 
can be found by interested persons using reasonable diligence.[8] Once accessibility of a 
reference is shown, it is not necessary to show that anyone actually inspected the reference.[9] 
 
Likewise, the public use bar arises where the invention is in public use before the critical date 
and is ready for patenting.[10] The test for the public use prong includes the nature of the activity 
that occurred in public, public access to the use, confidentiality obligations imposed on members 
of the public who observed the use, and commercial exploitation.[11] 
 
Note that whether a disclosure is “public” is not determined by the number of people having 
access to the disclosure. Disclosure to a single person can be “public” if it is done so without 
limitation or restriction.[12] Rather, it is the degree of confidentiality that determines whether an 
invention is accessible to the public.[13] 
 
Therefore, courts are reluctant to consider something publicly accessible or in public use when 
there is a reasonable expectation that the disclosure or use was confidential.[14] Binding 
agreements of confidentiality aren’t required.[15] If an inventor uses protective measures, such 
as nondisclosure agreements, anti-copying software or even simple disclaimers, a court can 
determine that these measures create a reasonable expectation on the part of the inventor that the 
displayed information will not be copied.[16] Professional and behavioral norms, such as 
academic norms relating to codes of practice that occur in academic circles, can also support 
expectations of confidentiality without any formal agreements in place.[17] Note, however, that 
confidentiality can only negate a public use disclosure if there has been no commercial 
exploitation.[18] 
 
It is important to note, however, that a “reasonable expectation of confidentiality” only protects 
the initial disclosure by the inventor to the confidential party. Therefore, if the confidential party 
nevertheless chooses to break that confidence and discloses the invention, that disclosure could 



 
be considered an unprotected prior art event. 
 
Europe 
 
The AIA was intended to harmonize U.S. patents laws with those of other jurisdictions. For 
example, the AIA’s expansion of relevant prior art to that which is “otherwise available to the 
public” is similar to the definition provided in Article 54 of the European Patent Convention 
(EPC), which covers “everything made available to the public,” including mere oral 
disclosures.[19] Three conditions are important in determining if a disclosure is “available to the 
public” under the EPC. The relevant disclosure must be available to at least one member of the 
public; the disclosure has to actually teach the information to be used in evaluation of 
patentability; and the technical teaching of the prior art must be enabled.[20] Under this first 
condition, the disclosure must be both accessible and nonconfidential to affect novelty of a 
claimed invention. Therefore, information disclosed to a third party under conditions of secrecy, 
either expressly or impliedly, is generally not “available to the public” under the EPC.[21] 
Moreover, secrecy can be inferred based on the specific nature of the industry.[22] 
 
Examples 
 
The legal effect of an inventor’s public disclosure before a patent application is filed can be very 
fact-dependent. The following examples illustrate how some common disclosures activities in 
university settings can affect potential patent rights. 
 
Submitted Manuscripts and Online Publications 
 
Manuscripts submitted to peer-reviewed journals are usually treated with confidentiality by the 
journal’s editors and reviewers. Of course, a submitted manuscript becomes a “printed 
publication” available to the public under § 102 and Article 54 of the EPC as soon as it is 
published in print by the journal or made available online. Journals often publish articles online 
before printing — occasionally without advance warning. It is therefore important to determine 
the exact dates for both online and printed publication, and then to file a patent application 
before publication occurs. If publication has already occurred, then a patent application should 
be filed as soon as possible within the U.S. grace period. 
 
Theses and Dissertations 
 
A thesis or dissertation is generally sufficiently accessible to the public to constitute prior art as a 
“printed publication” once it is indexed and shelved in a library.[23] This is true even where 
access to the library is restricted.[24] Copies of a student’s thesis or dissertation are also often 
available for purchase through various companies (such as ProQuest and UMI) that copyright 
these works. Note that some schools provide the option to embargo a thesis or dissertation for a 
limited time, which can be used to allow the university more time to submit a patent application. 
 



 
Scientific Meeting Presentations 
 
There are several opportunities for “public disclosure” at a scientific meeting. For example, 
faculty and students can present their discoveries in abstracts, posters, oral presentations, and in 
casual conversation with other attendees. Meeting abstracts are often compiled into a volume and 
made available to meeting attendees one or two months before the meeting, which would be 
considered a “printed publication” under U.S. and EPC law. For temporarily displayed materials 
(e.g., slides and posters) the duration of display affects whether it is considered a “printed 
publication.” However, this may not be dispositive under the AIA, since it is believed that mere 
oral disclosures can be enough to constitute a public disclosure when sufficiently enabling. 
 
Grant Applications 
 
As with manuscript submissions, grant applications submitted to private foundations or federal 
agencies are generally held in confidence while under review. With federal grants however, 
certain details, such as the project title, principle investigator, amount of reward and the grant 
abstract are generally made available to the public once the grant is funded.[25] At least one 
district court has concluded that a funded government grant proposal constituted a printed 
publication since it was filed, indexed, and available from the agency under the Freedom of 
Information Act[26] before the date of application.[27] However, this court did not consider the 
ability of the agency to withhold information pursuant to a FOIA request relating to trade secrets 
and patent or other commercial rights.[28] Even so, it is best not to rely on this and to treat a 
federal grant proposal as publicly accessible as soon as it is funded. 
 
Collaborations 
 
Perhaps the most difficult situations to control and account for are presentations and informal 
conversations. Students and faculty routinely discuss their research with colleagues, both inside 
and outside of their lab and department. In other words, they engage in scientific research, 
collaboration and scholarship — all of which involve the flow of information. As discussed 
above, there are professional norms or codes of practice that occur in academic circles that can 
support expectations of confidentiality without any formal agreements in place.[29] These norms 
can provide protection for collaborations with colleagues at other academic institutions. 
However, these norms are also changing as the lines between academia and industry begin to 
blur. A survey of 194 U.S. academic institutions published by the Association of University 
Technology Managers for fiscal year 2012 showed a growing role for industry-sponsored 
university research.[30] Unlike traditional academic collaborations, communications with 
industry may lack implicit expectations of confidentiality and require formal agreements with 
clear confidentiality provisions. 
 
Even less clear is a scenario where an inventor collaborates with a student or faculty who 
receives an industry-sponsored research agreement. Does the inventor have a reasonable 
expectation of confidentiality based on professional norms if the colleague has a contractual 



 
relationship with an industry partner? What if the colleague maintains an academic appointment 
as well as employment or directorships at private companies? 
 
While it may be impractical to file patent applications or obtain confidentiality agreements 
before all collaborative activities, parties should nevertheless establish expectations of 
confidentiality. For example, it may be prudent to mark communications to collaborators as 
“confidential” and request that they agree to maintain this confidentiality until it becomes 
publicly available. 
 
Conclusion 
 
Academic research involves a flow of information that, while necessary, can create a bar to 
patentability. At minimum, a patent application should be filed for important inventions before 
any disclosure that is not protected by a reasonable expectation of confidentiality. However, this 
standard of confidentiality is fact-dependent and difficult to predict. Moreover, these 
expectations do not prevent an invention from becoming public if confidentiality is breached. It 
is therefore prudent to file a patent application before any disclosure of the invention to someone 
who is not part of the research team. In addition, communications with collaborators at other 
institutions or with outside affiliations should be treated with care so that expectations of 
confidentiality are evident and maintained. 
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